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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-18, drawn to a dispensing apparatus, classified in class 422, 
subclass 1 00. 

II. Claims 19-35, drawn to a dispensing module, classified in class 422, 
subclass 1 00. 

III. Claims 36-43, drawn to a dispensing head, classified in class 422, 
subclass 100. 

IV. Claims 44-59, drawn to a dispensing method, classified in class 436, 
subclass 180. 

V. Claims 60-71 , drawn to software, classified in class 700, subclass 266. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and [II, III, IV] are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1 ) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination does not require: e.g., the air manifold of Group II; e.g., the electrical leads 
of Group III; or, e.g., the software/programming of Group V. The subcombinations have 
separate utility such as dispensing from a hand-held device. 

3. Inventions [I, II, III] and IV are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
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the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the apparatus 
can be used for dispensing in other than switchback patterns. 

4. Inventions V and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the method can 
be performed manually without the use of software, and the software can be used with 
different dispensers than that provided in the method. 

5. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

6. Because these inventions are distinct for the reasons given above and the 
searches required for the various groups are divergent, restriction for examination 
purposes as indicated is proper. Note that while there is overlap in the searches, 
different terms for the various groups are required in electronic searching, which may 
result in the retrieval and analysis of divergent references with respect to the divergent 
claims, resulting in undue burden. 

7. During a telephone conversation with Lisa Haile on February 3, 2005 a 
provisional election was made with traverse to prosecute the invention of Group I, 
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claims 1-18. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 19-71 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i), 

9. Figures 1 A and 1 B should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1 .121(d) are required in reply to the Office action 
to avoid abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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14. Claims 1-6, 8-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Downs et al (2002/0153055). 

Downs teaches a support frame (table-like platform on which the dispenser is 
mounted), a dispensing module 35, 30, 25, and a moving platform 50 for supporting 
plates (Fig. 1, [0017], elsewhere). The fluid dispensers include at least two dispensers, 
optionally in a plurality of linear arrays [001 1]. Note also that the instant application 
defines linear arrays as rectangular. Dispensers are spaced 4.5mm, 2.25mm or less 
apart, depending upon well spacing [0012]. Each dispenser includes a fluid conduit in 
communication with a fluid source or reservoir, a pump (pressurization source), and 
may include a solenoid or piezoelectric valve [0016]. The apparatus is under software 
control [0018]. 

Downs fails to explicitly teach that the dispensing unit is removably attached to 
the frame. 

It would have been obvious to one of ordinary skill in the art to attach the 
dispensing module to the frame in order to provide a stable arrangement, e.g., to ensure 
that the dispensing module maintains the proper relative positioning with respect to the 
moving platform 50 as was known in the art. It would have been further obvious to 
make it removably attached, including the use of quick release clamps, in order to 
facilitate assembly and disassembly for moving, cleaning and/or part replacement or 
repair as was known in the art. With respect to dimensions not specifically taught, it 
would have been obvious to optimize tip spacing in order to use known well plates and 
to optimize tube length and volume to minimize reagent volumes for the dispensing of 
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small volumes (e.g., 1nl to 500 ul [0012]) in order to save on reagent cost, waste, etc. 
With respect to claims 15-17, it Is the examiner's position that the results are inherent. 
15. Claim 7 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Downs as 
applied to claims 1-6, 8-18 above, and further in view of Peck et al and/or Krug et al. 
Downs fails to teach air pressurization. 

Peck et al teaches a dispenser similar to that of Downs, including gas pressure to 
pump fluid form containers through lines to dispensers (Fig. 2). 

Krug et al teaches a dispenser similar to that of Downs, including gas pressure to 
pump fluid form containers through lines to dispensers (Fig. 1). 

It would have been obvious to one of ordinary skill to use gas pressurization to 
pump fluid to a dispensing tip in the apparatus of Downs in order to provide an 
alternative method of fluid pumping in a dispensing device as taught by Peck and/or 
Krug. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (571) 272- 
1260. The examiner can normally be reached on Monday-Thursday, 1 1 :30 am - 8:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571 ) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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